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Disposition of Claims 

4) ^ Claim(s) 1,3,4 and 6-25 is/are pending in the application. 

4a) Of the above claim(s) 6-22 is/are withdrawn from consideration. 
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DETAILED ACTION 

Claims 1, 3, 4 and 6-25 are currently pending in the instant application. Claims 
1 , 3, 4 and 23-25 are rejected. Claims 6-22 are withdrawn from consideration as being 
for non-elected subject matter. 

Response to Amendment and Arguments 

Applicant's arguments filed 22 October 2008 have been fully considered but they 
are not persuasive. Applicants argue that the compound of the '062 reference is 
specifically excluded from inclusion of the scope of the pending claims. This is not 
persuasive. While the compound of the '062 reference is excluded from the scope of 
the pending claims, the examiner has not rejected the claims as being anticipated, but 
has rejected the claims under 35 USC 103. The '062 disclosure still renders the instant 
claims obvious as the '062 reference provides a compound which differs only by a 
homologous series. 

Applicants attorney argues that the compounds of instant claim 1 provide 
unexpected properties over those recited in the '062 patent and that there is an error in 
the conclusion of the declaration filed 28 March 2008. The arguments of counsel 
cannot take the place of evidence in the record. Examples of attorney statements which 
are not evidence and which must be supported by an appropriate affidavit or declaration 
include statements regarding unexpected results. For the same reasons as discussed 
below, the Declaration of Dr. Wolfgang Ebenback under 37 CFR 1 .132 filed 28 March 
2008 is insufficient to overcome the rejection of claims 1,3,4 and 23-25 based upon 35 
USC 103(a). Therefore, the 35 USC 103(a) rejection is maintained. Additionally, it is 
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noted that the evidence and arguments disclosed have not been disregarded and the 
declaration has been considered as seen below. 

The Declaration of Dr. Wolfgang Ebenback under 37 CFR 1 .132 filed 28 March 
2008 is insufficient to overcome the rejection of claims 1 , 3, 4 and 23-25 based upon 35 
USC 1 03(a) as set forth in the last Office action because: 1 ) Any differences between 
the claimed invention and the prior art may be expected to result in some differences in 
properties. The issue is whether the properties differ to such an extent that the 
difference is really unexpected. The evidence relied upon should establish that the 
differences in results are in fact unexpected and unobvious and of both statistical and 
practical significance. Applicants have the burden of explaining the data in any 
declaration they proffer as evidence of non-obviousness. The instant declaration states 
that the compound "according to the present invention shows remarkable improvements 
in diastereomeric excess when employed as a fluorination reagent over the compound 
found in the '062 reference", however Applicants have not explained the data provided 
in the declaration and have not established that the differences in results are in fact 
unexpected and unobvious and of both statistical and practical significance. 2) Whether 
the unexpected results are the result of unexpectedly improved results or a property not 
taught by the prior art, the "objective evidence of nonobviousness must be 
commensurate in scope with the claims which the evidence is offered to support." In 
other words, the showing of unexpected results must be reviewed to see if the results 
occur over the entire claimed range. Applicants' have only provided only compared one 
compound of the claimed invention which is not commensurate in scope with the 
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claimed invention. Additionally, one of ordinary skill in the art would not be able to 

determine a trend in the exemplified data as only one compound has been compared to 

the prior art. 3) The declaration includes statements which are contrary and confusing 

compared to Examples A and B, specifically, in the conclusion section of the 

declaration, the declaration states that only 1 ,1-difluoromethyl-N,N-dimethylamine was 

employed as fluorination reagents, see: 

!t» th# foregoing Exafftpfft*, 1,lHtiHkt0R!$M&iyM4,hfc^^ faagen! escpnjiftg 

to th» pmsmtti im&mm and ! < 1-dl^r«^thy^N,NH5^tJ^sOTif», «as#m aeeorsSrtg to ifca 
Additionally, the conclusion also states that 1,1-difluoro-N,N-2,2-tetramethyl-1- 

propanamine showed a much higher diastereomeric excess then when the exact same 

compound is employed, see: 

Example A emptor 1 ( 1^ucrc^N-2,24Mram8th^ as ISm reagent 

^rRa^»1-propwtsm!r» Ss umpicyed. Ttarafonft. m* compound mc&mtQ to foe present 

. 4) Lastly, the feature or property in which the superiority or advantage resides must be 

disclosed, or must inherently flow from the disclosure. The originally filed disclosure 
does not include any discussion of diastereomeric excess. 

Maintained Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1, 3, 4 and 23-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent No. 3.213,062. It is noted that claims 23 and 25 only 
require the compound of the formula (I) to be present in the agent and the claim is 
therefore included in the 35 USC 103(a) rejection. 

Determining the scope and contents of the prior art 

US Patent No. 3,213,062 discloses the preparation of dimethyl- 
difluoromethamine in Example XVIII, columns 11 and 12. While dimethyl- 
difluoromethylamine is excluded from the claimed invention, US Patent No. 3,213,062 
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also discloses that dimethyldifluoromethylamine is valuable as a treating agent for 
cellulose products, see column 14. 

Ascertaining the differences between the prior art and the claims at issue 
The difference between the prior art and the claims at issue is that the prior art of 
US Patent No. 3,213,062 prepares a specific compound that is excluded from the 
claimed invention. 

Resolving the level or ordinary skill in the pertinent art 

However, minus a showing of unobvious results, it would have been obvious to 
one or ordinary skill at the time of the invention to prepare compounds of the formula (I) 
wherein R1 is hydrogen or C2-C12alkyl orC4-12 alkyl and R2 and R3 are each C1-C12 
alkyl when faced with the prior art of US Patent No. 3,213,062 which discloses dimethyl- 
difluoromethamine and also discloses that dimethyldifluoromethamine is useful as a 
treating agent. The motivation to prepare compounds of the formula (I) as instantly 
claimed would be to prepare additional treating agents for cellulose products. To those 
skilled in chemical art, one homologue is not such an advance over adjacent member of 
series as requires invention because chemists knowing properties of one member of 
series would in general know what to expect in adjacent members. In re Henze, 85 
USPQ 261 (1950). The instant claimed compounds would have been obvious because 
one skilled in the art would have been motivated to prepare homologs of the 
compounds taught in the reference with the expectation of obtaining compounds which 
could be used as treating agents. Therefore, the instant claimed compounds would 
have been suggested to one skilled in the art. The motivation to make the claimed 
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compounds derives from the expectation that structurally similar compounds would 
possess similar activity (i.e., treating agents which provide water repellent properties, 
harder surface and/or wet strength). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Rebecca L. Anderson whose telephone number is (571) 
272-0696. Mrs. Anderson can normally be reached Monday through Friday from 
6:00am until 2:30pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (571) 272-0699. 
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The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/<Rg6ecca Anderson/ 
(Primary 'Examiner, AV 1626 
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Rebecca Anderson 
Primary Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 



